The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
5, all the clainms in the application.

The clains on appeal recite an insert adapted to be
inserted in a T-shaped slot (clains 1 to 3 and 5), or a panel
assenbly (claim4), and are reproduced in the corrected

Appendi x A filed on Cctober 27, 2000.1

W note that in claimb5, --can be-- apparently should be
inserted after “configuration” (line 3).
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The references applied in the final rejection are:

Johnst onbaugh 4,615, 448 Cct. 7,
1986
Grossen 5, 138, 803 Aug. 18,
1992

The appealed clains stand finally rejected on the
fol |l ow ng grounds:
(1) dainms 1 to 5, unpatentable over Johnstonbaugh in view of
G ossen, under 35 U.S.C. § 103(a).
(2) Cainms 4 and 5, unpatentable for failure to conply with 35
U S C 8§ 112, second paragraph.?

Rej ection (1)

Considering claim11, the only independent claim the
exam ner finds, in effect, that all the [imtations of that
cl ai m are readabl e on Johnst onbaugh except for the requirenent
that the insert be “fornmed of resilient material”. The

exam ner concl udes, however, that the claimed subject matter

2 The final rejection states that this rejection applies
toclains 1 to 5 but on page 4 of the answer the exam ner
agrees that it is only applicable to clains 4 and 5.
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woul d have been obvious in view of Gossen’s teaching of an
insert made of resilient material.

Appel I ant argues that, even if conbi ned, Johnstonbaugh
and Grossen would not teach or suggest the clained invention
After
fully considering the record in |ight of the argunents
presented in the brief, reply brief, and exam ner’s answer, we
find ourselves in agreenent with the appellant.

Claim1l requires, inter alia:

said insert ... having ... a pair of opposed |egs

, said legs having flanges on the outwardly
extendi ng ends thereof, said flanges facing away
from each other and spaced outwardly, away fromthe
surface of said panel on opposite sides of said slot
[,] when said insert is positioned in said slot [,]
a di stance adapted to renovably support, between a
pair of adjacent flanges which face each other, a
sheet of display material between said exposed
surface of said panel and said fl anges.

I n the Johnst onbaugh apparatus, the panel 10 may include a
surface covering 46 affixed to either or both surfaces (col

3, lines 5to 7). The legs 40, 41 of the insert have flanges
(“hooks”) 44, 45 at their outer ends, which engage the |ips
27, 28 of the opening of the T-slot 11 to increase its
strength and provide a better aesthetic appearance (col. 2,

lines 48 to 52; col. 2, line 65, tocol. 3, line 2). The
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exam ner takes the position that this structure neets the
above-quoted portion of claim1l1l in that the Johnstonbaugh

fl anges are spaced away fromthe face of the panel a
sufficient distance to acconmpdate the thickness of panel 46
(answer, page 6), but we do not believe that claim1l can be

read on Johnstonbaugh in this manner because

the core of Johnstonbaugh’s panel and the surface covering(s)
46 affixed thereto together constitute a panel; the core by
itself cannot be reasonably interpreted as being the panel
recited in claim1.

“[Dluring exam nation proceedings, clainms are given their
br oadest reasonable interpretation consistent with the

specification”. |In re Hyatt, 211 F.3d 1367, 1372, 54 USPQd

1664, 1667 (Fed. Cr. 2000). 1In the present case, the flanges
of appellant’s insert are disclosed as being spaced beyond the
surface of the panel so that they can support a renovable
sheet of material. In light of this disclosure, we do not
consider it reasonable to interpret the claim1 expression
“the surface of said panel” so broadly as to include the

surface of a core of a panel to which, as in Johnstonbaugh, a
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surface covering is affixed; such an interpretati on would be
i nconsistent with appellant’s specification and the entire
pur pose of appellant’s clainmed invention. Rather, in
Johnst onbaugh the surface of the panel is the outer surface of
covering 46, so that the flanges 44, 45 of Johnstonbaugh
engage the surface of the panel rather than being “spaced
outwardly, away fronf this surface as required by claim1l.
Since there is no disclosure in Johnstonbaugh of the clainmed
spaci ng, nor any disclosure in Gossen which would have
taught or suggested such spacing, we conclude that claim1l is
unobvi ous over the conbination of Johnstonbaugh and G ossen.
It follows that dependent clains 2 to 5 are |ikew se
unobvi ous.

Accordingly, rejection (1) will not be sustained.

Rej ection (2)

The test for conpliance with the second paragraph of §
112 is whether, when a claimis read in light of the
specification, one skilled in the art would understand the
bounds of the claim i.e., would reasonably be apprised of the

scope of the invention. Mles Labs. Inc. v. Shandon Inc., 997

F.2d 870, 875, 27 USPQ2d 1123, 1126 (Fed. Cr. 1993), cert.



Appeal No. 2000-1623
Application 09/030, 385

deni ed, 510 U.S. 1100 (1994). 1In general, |ack of antecedent
basis for a termin a claimmy render the claiminvalid under

8§ 112, second paragraph. 1n re Altenpohl, 500 F.2d 1151,

1156, 183 USPQ 38, 43 (CCPA 1974).

In the present case, the exam ner identifies a nunber of
expressions in claims 4 and 5 as having no antecedent basis,
and appel | ant does not specifically dispute these. The
exam ner also finds claim4 to be indefinite in that claim4
recites “A panel assenbly according to claim1", whereas claim
1is drawmn to “An insert adapted to be inserted in a T-shaped
sl ot extending al ong an exposed surface of a panel”; according
to the examner, "it is

unclear if the applicant is positively claimng the panel in

conbination with the insert” (final rejection, page 2). W
consider this ground of the rejection to be well taken, in
that we do not consider that one of ordinary skill would be
reasonably apprised of whether claim4 includes within its
scope both a panel and inserts, or only inserts.

Rejection (2) will therefore be sustained.

St at enent Pursuant to 37 CFR 1.196(c)
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Pursuant to 37 CFR 1.196(c), we state that, in the
absence of new references or grounds of rejection, clains 4
and 5 may be allowed if anended to return themto the formin
whi ch they were when the application was originally filed. As
provided in the rule, appellant has the right to anmend in
conformty with this statenent; such anendnment nust be filed
within the period allowed for seeking court review under 37
CFR 1.304. See MPEP § 1213.01 (Feb. 2000).

Concl usi on

The exam ner’s decision to reject clains 1 to 5 under 35
US C 8§ 103(a) is reversed, and to reject clains 4 and 5
under 35 U. S.C. 8§ 112, second paragraph, is affirned. A

statenent is made pursuant to 37 CFR 1.196(c).

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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